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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2-13-08 
has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 8-1 6, 29-33; 22-28 have been 
considered but are moot in view of the new ground(s) of rejection. The rejection of 
claims 8-16, 30-33; 22, 24-28 under 35 U.S.C. 102(b as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious overTabuchi et al. (JP 2000-067913, 
translation) has been withdrawn. The rejection of claims 8-16, 30-33; 22, 24-28 
rejected under 35 U.S.C. 102(b as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Hayashi et al. (JP 2000-164249, translation) have been 
withdrawn. The rejection of claims 23 and 29 under 35 U.S.C. 103(a) as being 
unpatentable over Hayashi et al. (JP 2000-164249, translation) has been withdrawn. 
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Response to Arguments 

3. Applicant's arguments filed 12-31-07 have been fully considered but they are not 
persuasive in regard to claims 8-16, 30-33 rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Nishikawa 
et al. (JP 2000-1 13906, translation). This is because Nishikawa et al. teaches an 
electrolyte solution comprising EC and ME-OC=0-0-(CH2)2-CN which is exactly what 
is being claimed NC-CR1 R2-X where X is ME-OC=0-0-. There for the rejection stands. 

Claim Rejections - 35 USC §112 

4. Claim16 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. There is no support for the molecular weight of the 
nitrile being smaller than 200. 

Claim Rejections - 35 USC § 102 
Claim Rejections - 35 USC § 103 

5. Claims 8-16, 30-33 are rejected under 35 U.S.C. 102(b as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Nishikawa et al. (JP 2000- 
113906, translation). 
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Nishikawa et al. teaches an electrolyte solution comprising EC and Formula (V), 
R1'-COO-(CH2)a-CN where R1 can be an alkyl group [teaching Formula (lb)]. 
Nishikawa et al. teaches on page 3, [0013] of translation, that selecting the amount of 
polar solvent besides the above, and/or a cyano ethyl ether system quantity dielectric 
constant solvent in 5-95% by weight of the range among electrolytic solution solvent 
total amounts. Nishikawa et al. teaches on page 4 of translation, that the electrolyte salt 
was LiPF6. 

Since Nishikawa et al. teaches the same electrolyte comprising a cyclic 
carbonate, a nitrile compound and a LiPF6 salt then inherently the same electrolyte 
having an ionic conductivity of greater than 9X10-3 S/cm at about 25 degrees C having 
an ionic conductivity of greater than 1X10-3 S/cm at about -30 degrees C, having an 
ionic conductivity of greater than 3X10-4 S/cm at about -50 degrees C, the weight loss 
of the electrolyte is less than 3% after heated at 90 degrees C for 2 hours, the weight 
loss of the electrolyte is less than 5% after heated at 90 degrees C for 4 hours, the 
freezing point of the electrolyte is less than -60 degrees C and the boiling point of the 
nitrile higher than 1 20 degrees C and flash point is higher than 60 degrees C must also 
be obtained. 

In addition, the presently claimed property of having an ionic conductivity of 
greater than 9X1 0-3 S/cm at about 25 degrees C having an ionic conductivity of greater 
than 1X10-3 S/cm at about -30 degrees C, having an ionic conductivity of greater than 
3X1 0-4 S/cm at about -50 degrees C, the weight loss of the electrolyte is less than 3% 
after heated at 90 degrees C for 2 hours, the weight loss of the electrolyte is less than 
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5% after heated at 90 degrees C for 4 hours, the freezing point of the electrolyte is less 
than -60 degrees C and the boiling point of the nitrile higher than 120 degrees C and 
flash point is higher than 60 degrees would have obviously have been present once the 
Nishikawa et al. product is provided. In re Best, 195 USPQ 433 (CCPA 1977). 

6. Claims 8-1 6, 30-33; 22, 24-28 are rejected under 35 U.S.C. 1 02(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Kobayashi et al. (JP 
2000-077096, translation and abstract). 

Kobayashi et al. teaches an electrolyte battery comprising a positive electrode 
comprising a lithium content multiple oxide such as LiCo02, and a negative electrode 
which includes a carbon material and a separator. Kobayashi et al. teaches an 
electrolyte comprising LiPF6, a 60% CH30COOC2H4CN compound in Example 8, and 
40% EC. Kobayashi et al. teaches that the electrolyte can comprise LiPF6, LiBF4, etc 
or two or more sorts can be mixed. 

Since Kobayashi et al. teaches the same electrolyte comprising a cyclic 
carbonate, a nitrile compound and a LiPF6 salt then inherently the same electrolyte 
having an ionic conductivity of greater than 9X10-3 S/cm at about 25 degrees C having 
an ionic conductivity of greater than 1X10-3 S/cm at about -30 degrees C, having an 
ionic conductivity of greater than 3X10-4 S/cm at about -50 degrees C, the weight loss 
of the electrolyte is less than 3% after heated at 90 degrees C for 2 hours, the weight 
loss of the electrolyte is less than 5% after heated at 90 degrees C for 4 hours, the 
freezing point of the electrolyte is less than -60 degrees C and the boiling point of the 



Application/Control Number: 1 0/731 ,268 Page 6 

Art Unit: 1795 

nitrile higher than 1 20 degrees C and flash point is higher than 60 degrees C must also 
be obtained. 

In addition, the presently claimed property of having an ionic conductivity of 
greater than 9X10-3 S/cm at about 25 degrees C having an ionic conductivity of greater 
than 1X10-3 S/cm at about -30 degrees C, having an ionic conductivity of greater than 
3X10-4 S/cm at about -50 degrees C, the weight loss of the electrolyte is less than 3% 
after heated at 90 degrees C for 2 hours, the weight loss of the electrolyte is less than 
5% after heated at 90 degrees C for 4 hours, the freezing point of the electrolyte is less 
than -60 degrees C and the boiling point of the nitrile higher than 120 degrees C and 
flash point is higher than 60 degrees would have obviously have been present once the 
Kobayashi et al. product is provided. In re Best, 195 USPQ 433 (CCPA 1977). 

7. Claims 8-16, 30-33; 22, 24-28 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Toriida et al. (JP 2000- 
243442, translation). 

Toriida et al. teaches that the electrolyte comprises LiBF4, LiPF6, etc. Toriida et 
al. teaches that the electrolyte contains a solvent containing 0.01-70% by weight of 
cyanoethyl group R(0)nCOOCH2CH2CN and contains a cyclic carbonate. The 
negative electrode includes metal lithium, carbon material and a cathode comprising a 
multiple oxide of lithium such as LiCo02. Toriida et al. teaches in Example 1 , that the 
electrolyte comprises PC:DEC=55:45 and 1 M of LiPF6. 
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Since Toriida et al. teaches the same electrolyte comprising a cyclic carbonate, a 
nitrile compound and a LiPF6 salt then inherently the same electrolyte having an ionic 
conductivity of greater than 9X10-3 S/cm at about 25 degrees C having an ionic 
conductivity of greater than 1X10-3 S/cm at about -30 degrees C, having an ionic 
conductivity of greater than 3X1 0-4 S/cm at about -50 degrees C, the weight loss 
of the electrolyte is less than 3% after heated at 90 degrees C for 2 hours, the weight 
loss of the electrolyte is less than 5% after heated at 90 degrees C for 4 hours, the 
freezing point of the electrolyte is less than -60 degrees C and the boiling point of the 
nitrile higher than 1 20 degrees C and flash point is higher than 60 degrees C must also 
be obtained. 

In addition, the presently claimed property of having an ionic conductivity of 
greater than 9X10-3 S/cm at about 25 degrees C having an ionic conductivity of greater 
than 1X10-3 S/cm at about -30 degrees C, having an ionic conductivity of greater than 
3X10-4 S/cm at about -50 degrees C, the weight loss of the electrolyte is less than 3% 
after heated at 90 degrees C for 2 hours, the weight loss of the electrolyte is less than 
5% after heated at 90 degrees C for 4 hours, the freezing point of the electrolyte is less 
than -60 degrees C and the boiling point of the nitrile higher than 120 degrees C and 
flash point is higher than 60 degrees would have obviously have been present once the 
Toriida et al. product is provided. In re Best, 195 USPQ 433 (CCPA 1977). 



Claim Rejections - 35 USC §103 
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8. Claims 23 and 29 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Kobayashi et al. (JP 2000-077096, translation and abstract). 

Kobayashi et al. teaches an electrolyte battery comprising a positive electrode 
comprising a lithium content multiple oxide such as LiCo02, and a negative electrode 
which includes a carbon material and a separator. Kobayashi et al. teaches an 
electrolyte comprising LiPF6, a 60% CH30COOC2H4CN compound in Example 8, and 
40% EC. Kobayashi et al. teaches that the electrolyte can comprise LiPF6, LiBF4, etc 
or two or more sorts can be mixed. 

Kobayashi et al. teaches the claimed invention except does not specifically 
teach that the electrolyte salt comprising a mixture of 50:50 LiPF6 and LiBF4. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use both salts, LiPF6 and LiBF4 in the electrolyte taught by 
Hayashi et al. because it is prima facie obvious to combine two compositions each of 
which is taught by prior art to be useful for the same purpose in order to form a third 
composition that is to be used for the very same purpose. See In re Kerkhoven, 205 
USPQ 1069; In re Susi, 169 USPQ 423. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Laura S. Weiner/ whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Laura S Weiner/ 
Primary Examiner 
Art Unit 1795 

March 13, 2008 



